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REMARKS 

The Office Action of April 8, 2004 has been carefully reviewed. Claims 1-14 and 
16-24 are pending in the application. Claim 1 has been amended herein to delete 
formula XV and formula XXXIX. Applicants respectfully acknowledge that claim 14 has 
been allowed. Claim 1-6, 10-13, 16-20 and 24 are rejected and claims 7-9 and 21-33 
have been objected to in the Office Action. 

More specifically, claims 1-6, 10-13, 16-20, and 24 are rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
overclaims 1-5, 15, 16, 19, 20, 22, and 23 of U.S. Patent No. 6,297,329. The 
conflicting patent is commonly owned and a terminal disclaimer is submitted herein to 
overcome this rejection. 

Claims 10, 11, and 16-19 stand rejected under 35 U.S.C. 102(b) as being 
anticipated by Hall et al. (U.S. Patent No. 4,405,798). This rejection is respectfully 
traversed. 

Hall describes the preparation of (meth)acryloyl-functional bicyclic orthoester 
monomers. These monomers may be hydrolyzed and homopolymerized or 
copolymerized to provide resins. If the resins are of low molecular weight, these resins 
can impart advantageous properties to coating compositions. Polymerization is carried 
out under the influence of azobisisobutyronitrile (AIBN) initiator. AIBN is a well known 
radical generating initiator. During radical polymerization the (meth)acrylic double 
bonds are depleted to form the polymer chain. This is general knowledge and can be 
inferred from the textbook Introduction to Paint Chemistry^' by J. Bentley and G.P.A. 
Turner at pages 64-65, a copy of which is attached hereto. 

Therefore, one skilled in the art would recognize that the resins described by Hall 
for use in a coating composition are depleted of (meth)acrylic double bonds. Hall does 
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not teach, suggest, or disclose using the (meth)acryloyl-functional bicyclic orthoester as 
such in a coating composition as required by the present claim 10. Thus, claim 10, 
claims 1 1 and 16-19 depending thereon, and claim 24 directed toward a process of 
curing the composition according to claim 24 are novel over Hall. 

Claims 10, 11, and 16-19 stand rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 97/31073 and 35 U.S.C. 102(e) as being anticipated by van den 
Berg et al (U.S. Patent No. 6,297,329 or U.S. Patent No. 6,593,479). This rejection is 
respectfully traversed. 

WO 97/31073 does not disclose a coating composition comprising a compound 
comprising a bicycle-orthoester group having any of the specific hydroxyl reactive 
functional groups C according to amended claim 1 . Therefore, amended claim 1 and its 
dependent claims 2-6 are novel over WO 97/31073. Further, no where in the Office 
Action is it specifically pointed out where WO 97/31073 discloses a compound 
comprising a bicycle-orthoester group having any of the specific hydroxyl reactive 
functional groups C according to claim 10. Actually, WO 97/31073 does not disclose a 
coating composition comprising a compound comprising a bicycle-orthoester group 
having any of the specific functional groups C according to claim 10. Therefore, the 
present claim 10 and its dependent claims 11, and 16-19, and the process of curing the 
composition of claim 10 according to claim 24 are considered novel over WO/9731073. 
Neither van den Berg '329 nor van den Berg *479 overcomes the deficiencies in 
WO/931073. 

It is noted that claims 7-9 and 21-23 are objected to as being dependent upon a 
rejected base claim, but would be considered allowable if rewritten in independent form. 
However, as claim 1 , as amended herein, is believed to be allowable, claims 7-9 and 
21-23, depending upon the amended claim 1, are also believed to be allowable. 
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Thus, the present invention is considered both novel and non-obvious over the 
prior art. Applicants respectfully request reconsideration of the rejected claims and a 
finding that the claims are in condition for immediate allowance. 

If an extension of time is required, Applicant herein petitions for such extension of 
time such that this response is timely. Applicant herein authorizes that any and all 
charges due be charged to its Deposit Account No. 01-1350. 



Akzo Nobel Inc. 
Intellectual Property Dept. 
7 Livingstone Avenue 
Dobbs Ferry, NY 10522-3408 
(914) 674-5459 



Respectfully submitted 



HOBELetal. 




Michelle J. Burk6^ 
Reg. No. 37,791 
Attorney for Applicant 
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Table 5.1 Organic peroxides 



Attached group(s) 



Peroxide type 



Comments 



Example 



I. 2R-C- 
acyl groups 



2- ? 

R-C- and -R' 



alkyi 



R 

3. C 



4. R- and -H 



5. 2R~ 



R-C-O-O-C-R 
diacyl peroxide 



O 

ii 

R-C-O-O-R' 
peracid ester 

R O-O R 

c c 

R*^ O-O R' 
ketone peroxide 



R-O'-O-H 
hydroperoxide 

R-O-O-R 
dialkyi peroxide 



R may be aliphatic 
or aromatic 



ester of the peracid, 



0 

II 

R-C-O-O-H 

or aldehyde peroxide 
if R' isH 



O 



<Q^c-o-o-c^ 

benzoyl peroxide 
(dibenzoy) peroxide) 

O 

^^C-0-0-C(CH3)3 

tert'hutyl perbenzoate 
H3C 0-0 CH3 

C C 
/ \ / \ 
H5C2 0-0 CjHj 

methyl ethyl ketone peroxide 
CH3 

Q-fo-O-H 

cumene hydroperoxide 

(CH3)3.C-0-0-C-(CH3)3 
di rer/-buty] peroxide 
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